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REMARKS 



Claims 1-9 and 12-19 are currently pending. Claims 7-9, 13-15, and 16-19 are 
withdrawn from ftirther consideration by Applicant as being drawn to a non-elected 
invention. Thus, claims 1-6, 12 and 16 are currently under examination. Claims 1 is hereby 
amended without disclaimer of or prejudice to the subject matter deleted. 

Scope of the Claims 

Applicant respectfully asserts that the Examiner has improperly narrowed the scope of the 
election, based on an assertion of an election which Applicant did not in fact make. 
Specifically, the Examiner states at pages 3-4 of the present Office Action: 



Tt>e $cope of the invar^lton of the steered su^^di ?^atler fbtlows: 



4 ':. 

ThB OQfTipoMnds i^mM ^ .^herein 



a t^a?ass^nl$ > ^^^^ f^^^ subsm^ents are dein^fd as in ci^lm 1 



(Office Action mailed March 16, 2006 at pages 3-4.) 

In fact, Applicant elected the entirety of Group I, described in the prior Office Action 
mailed January 18, 2006 as: 
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is^ubststuients me dafe*md so 1 or 2. If X\u^. group b etec^e^i- Appiiicar^^ reqi.^eTtted 
eteo?; a $>in9J^s species fbr search ptsrposes. This^ group ?s subsect to tiirlhe? restnction. 

(Office Action mailed January 18, 2006 at page 3.) 

The Examiner states on page 4 of the present Office Action: 

As a result of tie eiect5<5n ^>nc; the conespc^nd^ng ^cope of the trwentiof >s identified 
supm. tie ^^maNng subfect mattes? tsf claims 1^. and 16 a?^ wthdm^n f?Q?rt 
further conslderaMon pumuant lo 37 CFR 114a #) es b^^siii^ drawn to ncm-oteoled 
jrtventions, TM-e \^\it\4ximn conifsoMOOS contajo vBTying fonctiom^l which are &;h^m^c^My 
recogms:©^ to d«©r m %mmxm and fur^tton. Th^relore the subject matter whfOh 
ws^drawn from oor^^icJ^rati'Ofi ^$ bemg nori-elect^ s^ibject mim matena% ir^ stmctere 
a?^d oompo^itlDn bM hmm been fe^ncJed ?>ropefly a r^^r^r^ce which ar^icip^ted b^^it 
the etect^d subi^d mattef would riot ev^n mndsr oUvtous \m wthdmwn sufe^m ma^^r 
and tte fields of ssarch ^re nal co-ax1an^5V£?. 

(Office Action mailed March 16, 2006 at page 4.) 

Applicant asserts that no subject matter of claims 1-6. 12 and 16 has been 
withdrawn by Applicant. Applicant requests full consideration of the entire scope of 
the elected invention (Group I), which is the full scope of claims 1-16^ 12 and 16. 

To the extent that the Examiner is now applying a further restriction requirement, 
Applicant requests clarification (see MPEP 814) and an opportunity to respond and elect 
within the further restricted groups. 
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Oath/Declaration 

The Examiner has rejected the submitted Declaration for failing to properly identify the 
citizenship of each inventor. Specifically, the Examiner states: 

H 0oas rit>t i<lentifV P^^P^Hy the cn^^terishsp of each stwentor. Afc>brevi^llon of tshe 
cSi^^^rssriip m mch \xwmm^ 'MK or BE^ U accepiabie. Appropftate corTe^j?:^^^ 

(Office Action mailed March 16, 2006 at page 4.) 

Applicant respectfully points out that the abbreviations "MA" (for Morocco) and "BE" 
(for Belgium) used in the Declaration to which the Examiner objects are the PCX Country 
codes, which the PCX Applicant's Guide - Volume I - Annex K states are appropriate for 
use in intemational applications filed pursuant to the PCX. Xhe present application 
originated as a PCX filing. Applicant respectfully refers the Examiner to PCX 
Applicant's Guide - Volume I - Annex K: 

K Cotintrv Nai$ie$ and 1 wo-Letter Co<ie$ K 

V 

A complete copy of PCX Applicant's Guide, Volume I, Annex K is attached. 

Accordingly, Applicant respectfully requests reconsideration of the rejection of the 
Oath/Declaration in the present application. 
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To the extent that the Examiner wishes to maintain the rejection of the Oath/Declaration, 
Applicant respectfully requests clarification as to the basis for the rejection. Applicant 
does not find in the legal requirements of an Oath or Declaration (e.g., 35 U.S.C. § 1 15, 
and 37 C.F.R. 1.63), identification of the country of citizenship of each inventor — 
"without abbreviation" as a requirement. In contrast, "without abbreviation" is a 
requirement for the identification of each inventor by name, but not for citizenship. 
Compare 37 C.F.R. 1.63(a)(2) ("Identify each inventor by full name, including the family name, 
and at least one given name without abbreviation together with any other given name or initial;") 
with 37 C.F.R. 1.63(a)(3) ("Identify the country of citizenship of each inventor;"). 



Claim Rejections - 35 U.S.C. S 103 

The Examiner has rejected claims 1-6, 12 and 16 under 35 U.S.C. § 103 as being 
unpatentable over WO 99/67254, which the Examiner describes as disclosing the 
following class of compounds: 

E?tj:skso« e?." s/, WO teach a dass of GompOiind^ wjth a go?K^ra? 

/ \ 

h^te^sx-sry! SL«5h as sridote as dsHned on page 1 9 af th^^ spacifeatto^i and a 
^>h5im^aceutkja^ mmpo^jt^on whjc.li cc>m?>ns<^$ the s^td ^xnnpound as mtrov^f prote^sse 

(Office Action mailed March 16, 2006 at pages 5-7.) 
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Applicant notes that WO 99/67254 does disclose a series of compounds which do include 
an optionally substituted indole group for use as a retroviral protease inhibitor. However, 
the suggested substitutions do not include a keto group: 

The terTTv ''haceroaryl'' means a radical defined by m\ 
aromatic heterocyclic ring comi^only understood ix^ t:he 
art, including monacyoilc radicals such as for cxaniple, 
imida-sole. thiasole^ pyrazale^ pyrrole, f urane , pyrastolin^s^ 
thiophexie , oK;azoi e » x bok^zo\ , pyrid Ine , pyridon^s , 
pyr imi dine , py r a i n b , a n d t. r i a % i n e ra dl cala^ a n d a I ?5 d 
ixicluding po 1 y oy c 1 1 s\s.ah aa^ for exa.mple ^ quixiolliie, 
iaoqi:£inoXine* indol^is^ and besi:£Qt:hiat3oI<s? radicals ^ which 
hat^roaryl radicals are optionally substituted w^ith one or 
more ^substxtuents selected from th?s: group oonsJisting of a 
halogen^ an v=3ilkyl , alkoiy, aaiino,. cyano^ nitro., and th^ 
like. It will be appreciated that the het^rocycloalkyl and 
hetasroaryl sub^titii^snts can be coupled to the aompounds of 
the. ^re,^eiit invention via a hateroatom, ^uch a^ nitrogen 
C e , 3 . ^ 1 - it^ida solyl \ , 

WO 99/67254 at page 20. 

Applicant respectfully asserts that one skilled in the art would not find the invention of 
the present application ~ compounds of a chemically distinct pharmacophore that WO 
99/67254 does not disclose, teach or suggest ~ obvious over WO 99/67254. 

Specifically, the present invention requires an indol-2-one group ~ not an indole: 
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(I) 



R6 



wo 99/67254 neither teaches nor suggests the addition of a keto group to the indole, and 
the introduction of such the keto group is not obvious from the disclosure of WO 
99/67254. Applicant refers the Examiner to the definition of the "heteroaryls" in WO 
99/67254 which do not include substitution with a ketone: 

including polycyclics ouch as^ for example ^ quinolXne ( 
isoquinol ine . indole , arid ben^s^ othia^ole radical a , which 
heteroaryl radicals ara optionally substituted with one or 
more BtibBt i t uen t s selected from the group consistit^g of a 
halogen, an aikyX, alkoxy, amirio, cyano> nitro, and. the 
lik^ . It vfill be* appreciated that the het^x'ocycloalkyl and 

WO 99/67254 at page 20. 

The presence of the ketone group in the pharmacophore of the present invention effects 
the molecular interaction capacities of the compounds of the present invention towards 

the target structure. Accordingly, the pharmacophore of the present invention, the indol- 
2-one group ~ that is not disclosed, nor taught or suggested in any way by WO 99/67254 
~ is not obvious from the disclosure of WO 99/67254. 

Applicant respectfully requests removal of the rejection of claims 1-6, 12 and 16 under 35 
U.S.C. § 103 as being unpatentable over WO 99/67254. 
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Claim Rejections - 35 U.S.C. § 112. second paragraph 

The Examiner has rejected claims 1 and 8 under 35 U.S.C. § 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which Applicant regards as the invention. Specifically, the Examiner states: 

Cir. 19&9) Tt\^ terfn ^ combat^ng" In cla^m 6 is indefinite because th^ sp^cmcatJon does 

not clearly fiJdefine the term. Deleting this tmm \s suggested, since "treat' has been 

included m the claims 8. 

Clavfm 1 is fejectad under 35 U.S.C, 112. second paragraph, as b^log Indefirute 

for failing to parlicu^ady point out and dtetmctly cfaim the subject, niatter wNch applicant 
regards as the invention. The term '^metabolite ' js not defined by the claim, and the 
specification does not pro\/ide a standard for asceriaimng the requisite degree, and one 
of ordinary eklH m the art would not be masonably apprised of the scope of the 
jnvemjon. Deleting this tarm m suggested. 
(Office Action mailed March 16, 2006 at pages 7-8.) 

Applicant respectfully disagrees with the Examiner's assertions regarding claim 1. 
However, in the interests of expediting issuance of patent, Applicant currently amends 
claim 1 to delete the phrase at issue. Applicant does so without disclaimer of or prejudice 
to the subject matter deleted. 

Applicant notes that claim 8 has been withdrawn from consideration and, to the extent 
that the Examiner wishes to maintain the objection to claim 8, requests clarification as to 
why an objection to a withdrawn claim is being presented. 
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Conclusion 



Claims 1-6, 12 and 16 are believed to be in condition for allowance, early notice of which is 
respectfully requested. 



Respectfully submitted, 

/Alana G. Kriegsman/ 

Alana G. Kriegsman, Reg. No. 41,747 
Attomey for Applicants 

Dated: September 18, 2006 

Johnson & Johnson 
One Johnson & Johnson Plaza 
New Brunswick, NJ 08933-7003 
Telephone: (732) 524-1495 
Facsimile: (732) 524-2808 



Attached: 



PCX Apphcant's Guide - Volume I - Annex K (version 24 August 2006) (10 pages) 
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